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Motorola, Inc. 

Intellectual Property Department 
600 North U.S. Highway 45 
Libertyville, TL 60048 

REQUEST FOR RECONSIDERATION AFTER FINAL REJECTION 



Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Commissioner: 



In response to the Office Action dated June 24 7 2003, reconsideration in view of the 
fallowing remarks is respectfully requested. 

Claims 1-21 are pending in this application. 

The Office Action maintains the rejection of claim 1 under the judicially created doctrine 
of obviousness type double patenting over claim 1 of Goldberg (U.S. Patent No. 5,530,437) and 
Tani et ul. (U.S. Patent No. 4,559,526). The Office Action also maintains the rejection of claims 
2, 10, 16, and 19-21 under the judicially created doctrine of obviousness type double patenting 
over claims 1, 8, 9, and 12-14 of Goldberg. These rejections are respectfully traversed. 

The Office Action additionally maintains the rejection, under 35 U,S<C. § 103, of claims 
1*4, 10-12, and 15 over Goldberg and Tani et al M claims 1 , 5, and 7 over Goldberg and Fish 
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(U.S. Patent No. 5,166,664), claims 6, 8, and 9 over Goldberg, Fish, and Reis et al. (IIS. Patent 
No. 5,973,613), claims 1 1 and 13 over Goldberg and Lemelson (U.S. Patent No. 6,054,928), and 
claim 14 over Goldberg, Tani et al., and Fish, These rejections are respectfully traversed. 

Applicant maintains these rejections are deficient because the Office Action not met the 
burden of establishing a prima facie case of obviousness. In particular, there is no motivation to 
combine the reference teachings. Because there is no motivation, the double patenting rejections 
and the rejections under 35 U.S.C. §103 are deficient. 

More particularJy, no reference or combination of references disclose an deficiency in 
Fish, Lemelson, or Tani et al. that would necessitate one of ordinary skill in the art to look to 
Goldberg or vice versa. The deficiencies are also not provided by knowledge of one of ordinary 
skill in the art. 

The Office Action attempts to piecemeal combine elements of the references with 
Goldberg by alleging the other references arguably utilize methods on how to avoid collisions 
and therefore are analogous. In particular, the Office Action attempts to pick and choose 
elements from each reference to satisfy the elements of the claims while ignoring the purpose of 
each element in the references and without providing proper motivation to combine the 
references. 

As asserted in the previous Amendment, to establish a prima facie case of obviousness, 
three basic criteria must be met. First, there must be some suggestion or motivation, either in the 
reference or in the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine the reference teachings . Second, there must be a reasonable expectation 
of success. Finally, the prior art references, when combined, must teach or suggest all of the 
claim limitations. The teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art, and not based on 
applicant's disclosure (MPEP 2142). The prior art must suggest the desirability of the claimed 
invention (MPEP 2143.01). 

The present Office Action appears to concede the deficiency of the original motivation 
alleged in the first Office Action because the original motivation is no longer asserted. 
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Furthermore, in paragraph 2.a,, the Office Action admits that Goldberg teaches using 
programmed orthogonal bit patterns used for identifying each portable communication unit 
(PCU) instead of triggering events. The Office Action then alleges "it is understood that Tani's 
emergency data are a type of canned messages." However, the Office Action has not provided 
any motivation to use the emergency data disclosed in Tani et al. to replace the bit patterns 
disclosed in Goldberg. In fact, such a replacement would subvert the operation of Goldberg. 
The bit patterns disclosed in Goldberg are necessary to identify the portable communication unit. 
Replacing the bit patterns with emergency data would prevent proper identification of the 
portable communication unit and would thus render Goldberg unsatisfactory for its intended 
purpose (see MPEP §2143.01). Thus, not only is there no motivation to replace the bit patterns 
with trigger events, such replacement would subvert the operation of Goldberg, 

In section 2.d., the Office Action alleges 'Tani teaches an. improvement to a wireless 
communication system wherein each transmitter/receiver 2 is able to response [sic] to polling 
signals and is also able to detect a trigger/' This statement does not amount to motivation to 
combine the references because it is untrue. Moreover, this statement does not amount to 
motivation to combine the references because it is inconceivable to modify the system taught in* 
Goldberg with the system taught in Tani, 

First, this statement does not amount to motivation to combine the references because it 
is untrue. Tani does not teach an improvement to a wireless communication system. Tani 
expressly teaches an improvement to a security alarm system (Title, Abstract, and col. 1, lines 6- 
13), not an improvement to a wireless communication system. Tani goes on to state the express 
objects of the invention are to provide a security alarm system and a security system using radio 
transmission (col* 1, lines 44-54). These are improvements to security systems, not wireless 
communication systems. Furthermore, Tani never expressly or implicitly makes any statement 
regarding improving a wireless communication system. Accordingly, the apparent motivation 
alleged by the Office Action is untrue. 

Second, this statement does not amount to motivation to combine the references because 
it is inconceivable to modify the system taught in Goldberg with the system taught in Tani. in 
particular, Goldberg teaches a system including portable communication units. There is no 
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reason why it would be useful to include fire sensors and intrusion detectors (Tani, col. 2, lines 
42-45) on the portable communication units of Goldberg to detect a triggering event. Not only is 
there no reason present in the references, but also such a reason is not asserted by the Office 
Action. Accordingly, there is no motivation to combine the references because it is 
inconceivable to modify the system taught in Goldberg with the systetn caught in Tani. 

In paragraph 2.e., the Office Action asserts ''any judgment on obviousness is in a sense 
necessarily a reconstruction based upon hindsight reasoning. . . as long as it w . does include 
knowledge gleaned only from the applicant's disclosure*" However, the Office Action does use 
knowledge gleaned from Applicant's disclosure. In particular, the Office Action attempts to 
piecemeal find each element of the claims in different references. The Office Action then 
attempts to fabricate motivation to support a combination of the elements. Unfortunately, this 
motivation is not present in the references and is not present in the knowledge available to one of 
ordinary skill in the art. The alleged motivation js only an attempt to rationalize the combination 
of elements to maintain the rejection. 

The Office Action further alleges that Tani et al. is in an analogous art to Goldberg 
because Tani et al. "teaches a method of generating a response to a poll." Applicants disagree. 
Applicant maintains neither Tani et al. nor Goldberg is in the field of Applicant's or each other's 
endeavor and neither reference is reasonably pertinent to a particular problem with which the 
inventor is concerned (MPEP §2145 IX). As discussed above, Tani et al. expressly deals with 
improvements to security systems. To the contrary, Goldberg expressly deals with problems 
with simulcast responses from portable communication units. Goldberg does not address 
securily systems. Similarly, Tani et al. does not address simulcast responses from portable 
communication units. Thus, neither reference is in the field of Applicant's or each other's 
endeavor and neither reference is reasonably pertinent to a particular problem with which the 
inventor is concerned. 

In paragraph 2.f. , the Office Action alleges "it would have been obvious to modifying 
[sic] Goldberg's method such that the specific times are randomly selected in order to prevent 
the simultaneous response from each subset of the PUCs 18 from colliding." Applicants 
disagree. If such modification prevented the simultaneous response as asserted by the Office 
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Action, then there would be no need to utilize the interference bit pattern of Goldberg to solve 
the difficulties with simultaneous responses. Thus, it would not be obvious to modify 
Goldberg's method to randomly select specific times in order to prevent the simultaneous 
response from each subset of PUCs 1 8 from colliding. 

In paragraph 2.g. the Office Action alleges "because Lemelson imparts that standard 
cellular telephone technology can be used for radio control links 46 (see Col. 9, lines 65 - 67), it 
is understood that time division multiple access (TDMA) is used and that time slots are assigned 
for each processor unit." This is untrue* Lemelson does teach radio control links "may make use 
of radio communications, standard cellular telephone technology or other two-way radio 
communication methods." However, this docs not amount to expressly using time division 
multiple access. In particular, this amounts to the ability to use numerous types of 
communications including radio communications, code division multiple access cellular 
telephone technology, analog cellular telephone technology, or other Lwo-way radio 
communication methods. Because of the numerous types of communications available, there is 
absolutely no reason to insinuate Lemelson would utilize a system that requires correction from 
the teachings of Goldberg. Thus, it is not true that it is "understood" that time division multiple 
access is used in the system of Lemelson. 

In paragraphs 2.g. and 2.h., the Office Action alleges it would have been obvious to 
modify both Fish's and Lemelson's methods as taught by Goldberg because the ability to receive 
simultaneous, co-channel responses results in effective and efficient use of the frequency 
spectrum and reduces the amount of time needed for the master station to receive canned 
message from all the remote transmitters. However, Goldberg only teaches to alter how systems 
deal with portable communication unit responses to polls in an ack-back system, Goldberg does 
not teach modifying triggering events. In particular, triggering events arc events that do not 
originate from the wireless communication system. To the contrary, polls do originate from the 
wireless communication system. Goldberg only teaches techniques relating to polls, which 
originate from a portable communication unit wireless communication system. Goldberg does 
not teach any motivation to modify triggering events. 
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The motivation of i4 the ability to receive simultaneous, co-channel responses results [is] 
effective and efficient use of the frequency spectrum and reduces the amount of time needed for 
the master station to receive canned message from all the remote transmitters" is not present, 
expressly or impliedly, in Goldberg or any of the cited references. Furthermore, this motivation 
was not asserted in the previous Office Action. Applicant asserts that there are no grounds for 
this motivation in the cited references. If the Office Action is (incorrectly) insinuating this 
motivation is based on knowledge generally available to one of ordinary skill in the art, 
Applicant asserts this motivation is a new ground of rejection and the finality of the present 
Office Action should be withdrawn. 

Thus, there is no motivation to combine any of the references to achieve-the invention 
claimed in independent claim 1, and similarly claimed in independent claims 11 and 16. 
Accordingly, both the double patenting and the obviousness rejections are deficient. 

Therefore, Applicants respectfully submit that independent claims 1, 11, and 16 define 
patentable subject matter. The remaining claims depend from the independent claims and 
therefore also define patentable subject matter. Accordingly, Applicants respectfully request the 
withdrawal of the rejections under 35 U.S.C. § 101 and 35 U.S.C. § 103, 

CONCLUSION 

Based on the foregoing amendments and remarks, Applicants respectfully submit this 
application is in condition for allowance. Favorable consideration and prompt allowance of 
claims 1-21 are earnestly solicited. 

Should the Examiner believe that anything further would be desirable in order to place 
this application in better condition for allowance, the Examiner is invited to contact Applicants' 
undersigned representative at the telephone number listed below. 
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The Commissioner is hereby authorized to deduce any additional fees arising as a result 
of this Amendment or any other communication from or to credit any overpayments to Deposit 
Account No. 50-2117. 



Dated: September 4, 2003 



Please send correspondence to: 

Motorola, Inc. 

Intellectual Property 

600 North U.S. Highway 45 

Libertyville, IL 60048 



Respectfully submitted, 

Matthew C. Loppnow 
Attorney for Applicant 
Registration No, 45,314 

Phone No. (847) 523-2585 
Fax No. (847) 523-2350 
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